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DETAILED ACTION 

1 . This Office Action is made in response to applicant's amendment filed on 10/23/2007. 
Claims 46-74 are currently pending in the application. An action follows below: 

Information Disclosure Statement 

2. The information disclosure statements (IDS) submitted on 7/26/07, 8/1 0/07, 8/3 1/07 and 
9/7/2007 are being considered by the examiner. Note that the cited reference No. 32 in the IDS 
filed 7/26/2007 is crossed out because it is identical to the cited reference No. 31. Also note that 
since the IDS filed on 7/20/2007 is a duplicate of the IDS filed on 7/26/2007, all references cited 
in IDS filed on 7/20/2007 are therefore crossed out. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 

4. Claims 46-48, 52-56, 60, 61 and 65-74 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Takahashi (JP H9-251347, cited in IDS filed 8/31/2007). 

As to claims 46-48, 52, 54-56, 61, and 66, Takahashi discloses a portable media player (a 
mobile terminal 21; Fig. 2, para. [0019]) comprising a housing (Fig. 2) including a frame (Fig. 
2); and an input device (a coordinate input device 22/51; Figs. 2 and 5) comprising a touchpad 
(a touch panel 52; Fig. 5) associated with the housing and configured to receive rotational inputs 
(based on paragraph [0021], when the user moves a contact finger in a rotational direction, the 
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touchpad would receive rotational inputs), and capable of a gimbal action relative to the housing 
(see Figs. 5b-5d). 

As shown in Figs. 5b-5d and noting in paragraphs [0039]-[0041], Takahashi further 
teaches that the gimbal action of the touchpad (52) is configured to enable the touchpad (52) to 
float relative to the housing while being constrained thereto, thereby enabling the touchpad to 
rotate about X and Y axes by pressing on the left or right side of the touchpad (52) and to move 
downwards or upwards by pressing in a middle portion of the touchpad. In other words, 
Takahashi teaches the touchpad (52) moving in multiple degrees of freedom relative to the 
housing. The above mentioned disclosure also teaches a left rotation of the touchpad to cause a 
left click action for making a selection. 

As shown in Figs. 5b-5d and noting in paragraphs [0039]-[0041], Takahashi further 
teaches the touchpad comprising two spatially distinct zones, one corresponding to the left side 
(or left zone) of the touchpad having a corresponding indicator (a left button apparatus 55) for 
generating a distinct user input signal (a left click action signal) when the touchpad is depressed 
in the left zone and another corresponding to the right side (or right zone) of the touchpad having 
a corresponding indicator (a right button apparatus 57) for generating a distinct user input signal 
(a right click action signal) when the touchpad is depressed in the right zone. 

Accordingly, all limitations of these claims are read in the Takahashi reference. 

As to claims 53, 60, and 65, Takahashi discloses an input surface of the touchpad (52) 
being substantially co-planer with an external surface of the housing (see Fig. 2). 
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As to claims 67-70, Takahashi discloses that the housing defines a space and the 
touchpad and the housing are configured to enable the touchpad to float within the space of the 
housing (see Figs. 2 and 5a-5d). 

As to claims 71-74, Takahashi discloses the touchpad configured to enable left and right 
click actions (see paragraphs [0039], [0040]). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 49, 57 and 62 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi as applied to claims 48, 54, and 61. 

As to claims 49, 57 and 62, as discussed in the rejection above, Tanahahi teaches the 
touchpad comprising two spatially distinct zones (left and right zones) and does not explicitly 
teach the touchpad comprising at least four spatially distinct zones, as presently claimed. 
Accordingly, Takahashi discloses all limitations except for a particular number of zones, i.e., at 
least four zones as presently claimed. While Takahashi may not exemplify particular number of 
zones, i.e., at least four zones, as presently claimed; however, one of ordinary skill in the art at 
the time of the invention would have been found it obvious to make the touchpad comprising at 
least four zones in accordance with a particular application, e.g., in the instant case, by making 
the touchpad comprising, e.g., four zones, two additional click input functions (or click actions) 
are provided to a user. 
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7. Claims 50, 51, 58, 59, 63, and 64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takahashi as applied to claims 46, 54, and 61, and further in view of Trent, 
JR. et al. (US 2004/02521 09 Al), hereinafter Trent. 

As to claims 50, 51, 58, 59, 63, and 64, Takahashi as discussed in the rejection of 
independent claims 46, 54, and 61 above, Takahashi discloses all limitations of these claims 
. except that Takahashi does not explicitly teach that the touchpad is based on a polar coordinate 
system, as presently recited in claims 50, 58 and 63, and the touchpad is circular, as presently 
recited in claims 51, 59, and 64. 

However, Trent discloses a circular touchpad (a touch sensor, e.g., see Fig. 3, 37, or 38) 
based on a polar coordinate system (see paragraph [0090]). Trent further teaches that the benefit 
of using the circular touchpad (the touch sensor) based on the polar coordinate system is to 
provide a user a number of functions associated with a particular application (see Fig. 38; 
paragraph [0137]). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time of the invention was made to replace the Takahashi rectangular touchpad with a 
circular touchpad based on a polar coordinate system, in view of the teaching in the Trent 
reference, because this would provide a user a number of functions associated with a particular 
application of the Takahashi device, as taught by the Trent reference (see Fig. 38; paragraph 
[0137]). 

8. Claims 50, 51, 58, 59, 63, and 64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takahashi and further in view of Matzke et al. (US 4,736,191), hereinafter 
Matzke. 
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As to claims 50, 51 , 58, 59, 63, and 64, Takahashi as discussed in the rejection of 
independent claims 46, 54, and 61 above, Molne discloses all the claimed limitations of these 
claims except that Takahashi does not explicitly teach that the touchpad is based on a polar 
coordinate system as presently recited in claims 50, 58 and 63 and the touchpad is circular as 
presently recited in claims 51, 59, and 64. 

However, Matzke discloses a circular touchpad (a touch pad 14, see Fig. 1) based on a 
polar coordinate system (see col. 8, lines 22-27). Matzke further teaches that the benefit of using 
the circular touchpad (the touch sensor) based on the polar coordinate system is to provide a user 
capable of commanding movement of the cursor in essentially any angular direction rather than 
being limited to translation of the cursor in only certain angular directions (see col. 3, lines 26- 
31). Therefore, it would have been obvious to a person of ordinary skill in the art at the time of 
the invention was made to replace the Takahashi rectangular touchpad with a circular touchpad 
based on a polar coordinate system, in view of the teaching in the Matzke reference, because this 
would provide a user capable of commanding movement of the cursor in essentially any angular 
direction rather than being limited to translation of the cursor in only certain angular directions, 
as taught by the Matzke reference (see col. 3, lines 26-31). 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

10. Claims 46-74 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 6, 7, 11, 16 and 19 of U.S. Patent No. 7,046,230 
B2, hereinafter Patent230 in view of Takahashi. 

As to claims 46-48, 50-56, 58-61 and 63-74, claims 1, 6, 7, 1 1, 16 and 19 of Patent230 
are directed to a portable media player comprising all limitations of the pending claims 46-48, 
52-56, 60, 61, 65-74 except for the limitations, " a touchpad capable of a gimbal action relative 
to the housing, wherein the gimbal action of the touchpad is configured to enable the touchpad to 
float relative to the housing while being constrained thereto, thereby enabling the touchpad to 
move in multiple degrees of freedom relative to the housing, wherein the gimbal action of the 
touchpad enables a user to make a selection ", " the touchpad comprising a plurality of spatially 
distinct zones, each of the zones having a corresponding indicator for generating a distinct user 
input signal when the touchpad is depressed in the region of the zone ", as presently claimed. 
However, Takahashi explicitly teaches the above underlined limitations (see the rejections to 
claims 46-48, 52-56, 60, 61, 65-74 above). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time of the invention was made to modify the touchpad of the 
device of claims 1 , 6, 7, 1 1 and 1 6 of Patent230, in view of the teaching in the Takahashi 
reference, because this would provide a user a touchpad with multiple click input actions such as 
left and right click functions, and allow the user to activate these click input actions without 
removing the contact finger from the touchpad, as taught by Takahashi (see Abstract). 
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As to claims 49, 57 and 62, Takahahi teaches the touchpad comprising two spatially 
distinct zones (left and right zones) and does not explicitly teach the touchpad comprising at least 
four spatially distinct zones, as presently claimed. Accordingly, the invention of claims 1, 6, 7, 
11,16 and 19 of Patent230 in view of Takahashi as discussed above discloses all limitations 
except for a particular number of zones, i.e., at least four zones as presently claimed. While 
Takahashi may not exemplify particular number of zones, i.e., at least four zones, as presently 
claimed; however, one of ordinary skill in the art at the time of the invention would have been 
found it obvious to make the touchpad comprising at least four zones in accordance with a 
particular application, e.g., in the instant case, by making the touchpad comprising, e.g., four 
zones, two additional click input functions (or click actions) are provided to a user. 

Response to Arguments 

11. Applicant's arguments, see page 7 of the amendment filed on 10/23/2007, with respect 
the rejections under 35 USC 1 12, first and second paragraphs, in the previous Office action dated 
07/13/2007 have been rendered moot in light of the amendment to claims. The rejections under 
35 USC 1 12, first and second paragraph, in the previous Office action dated 7/13/2007 are 
hereby withdrawn 

12. Applicant's arguments, see pages 7-9 of the amendment filed on 10/23/2007, with respect 
to the rejections under 35 USC 102 and 103 and the double patenting rejection in the Office 
Action dated 7/13/2007, have been fully considered and are persuasive in light of the 
amendments to all independent claims 46, 54, 61 and 66. However, upon further consideration, 
the new grounds of rejections are made above. 

Conclusion 
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13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jimmy H. Nguyen whose telephone number is 571-272-7675. 
The examiner can normally be reached on Monday - Thursday, 8:00 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala can be reached at 571-272-7681. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




JHN Jimmy H. Nguyen 

December 1 0, 2007 • Primary Examiner 
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